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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 4/29/08 have been fully considered but they are not 
persuasive. Johnson et al. teach a method of producing a local temperature increase to 
the center of a tumor and less to the periphery in order to produce higher temperatures 
and ensure complete ablation at the center and minimize risk of thermal injury to 
surrounding healthy tissue [0105]. Therefore the temperature at the ablation is 
monitored and increased as necessary based on the proximity to the necrosis site. 
Upon further consideration, a new ground(s) of rejection is also made in view of recent 
developments to 35 U.S.C. 101 . 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 17-33 are rejected under 35 U.S.C. 101 because the claimed invention lacks 
patentable utility. The claims are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. This new rejection is in view of the 
Interim Guidelines published on November 2005, incorporated into MPEP 2106 and 
views presented by the PTO on subject matter eligibility of process claims to the Court 
of Appeals for the Federal Circuit in In re Bilski, Appeal No. 2007-1 130. Based on 
Supreme Court precedent and recent Federal Circuit decisions, a § 101 process must 
be tied to another statutory class (such as an apparatus) and must positively recite the 
subject matter that is being transformed by identifying the material that is being changed 
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to a different state. Therefore the method claims must positively recite the tied 
apparatus and must also recite the end result or physical transformation taking place. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
at al. (2002/0077627). Johnson et al. disclose a method for producing a local 
temperature increase within a body of material such as a biological material containing 
the target region using focused sound signals in a target region, wherein the target 
region comprises a volume situated proximate to the focus of the focused sound signals 
[0098, 0105, 0109, 0111, 0120-0123]. Johnson etal. teach said method to include 
generating a sound signal in the target region by radiating the sound signal from a 
sound emitter in response to a pressure-time signal such that a magnitude of the 
pressure amplitude of the sound signal in the target region is larger than the expansion 
amplitude of the sound signal in the target region, and adapting the pressure-time signal 
such that the pressure-time course of the sound signals in the target region is adapted 
to a specific utilization of the non-linear propagation and attenuation properties of the 
material in the target region such that an increase in the temperature in the target region 
produced by the adapted pressure-time signal is greater than a temperature increase 



Application/Control Number: 10/523,334 Page 4 

Art Unit: 3737 

produced by a sinusoidal pressure-time signal having the same power [0125-0126]. 
Johnson et al. teach the use of several superimposed mono-frequency signals [0049] 
superimposed with asymmetrical sound signals (fig. 31). The apparatus includes a 
piezoelectric emitter equipped with piezoceramics [0099] with natural resonances which 
differ from one another for producing at least two different sound signals acting 
simultaneously in the target region [0006, 0059, 0063, 0068, 0069, 0073, 0075]. 
Johnson et al. further teach the step of providing an ultrasound image using a picture- 
providing method [0067, 0068, 0104, 0106, 0108, 0117]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BAISAKHI ROY whose telephone number is (571)272- 
7139. The examiner can normally be reached on M-F (7:30 a.m. - 4p.m.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian L. Casler can be reached on 571-272-4956. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brian L Casler/ 

Supervisory Patent Examiner, Art 
Unit 3737 

BR 

IB. R.I 

Examiner, Art Unit 3737 



